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DETAILED ACTION 

1 . Amendments to the claims; the specification; and the drawings are 
acknowledged. 

Continued Examination Under 37 CFR 1. 1 14 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
2/15/201 1 has been entered. 

Priority 

3. Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 1 9(e) 
or under 35 U.S.C. 1 20, 1 21 , or 365(c) is acknowledged. 

This application claims priority to other applications, thus, for clarification 
purposes, the examiner will address the effective filing date granted to the presently 
pending claims. The present claims find the earliest support only in prior PCT 
application, PCT/US03/40520. That is the first instance in the priority chain in which a 
processing system including a climate control device; a data processing device for 
controlling the climate control device; and a sensor device providing feedback signal to 
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the climate control device is disclosed. Therefore, the present claims are granted an 
effective filing date of 12/19/2003. 

Claim Interpretations 

4. Claims 1 and 40 do not positively set forth "a processing protocol" as part of the 
claimed subject matter. Any further references (e.g., "according to the protocol" in 
claims 9 and 48) to said element were not given patentable weight even if those 
references further limit said unclaimed element. The data processing device as recited 
is for storing a processing protocol. The claims do not recite that the device contains a 
protocol. For instance, a processor (normally equipped with cache) is capable of storing 
any information. Said protocol is not limited to any specific instructions. 

5. Regarding claims 1 and 40, the term "section" does not inherently impart any 
specific structural requirement. It is somewhat unclear how such a section can be 
labeled or referenced a "sample processing" or "staining" portion of the apparatus. The 
elements of said claims do not structurally limit the section to a particular processing or 
staining structures. The phrases "sample processing" or "staining" implies the intended 
use of said sections. The term section was interpreted to mean a portion of the housing 
that may be used for processing or staining a sample; and is capable of accommodating 
a slide. 

6. Regarding the last 2 wherein clauses in claims 1 and 40, it is noted that the 
phrase "may be" is not a requirement for the claims, but said phrase makes the 
recitations optional. Furthermore, said clauses are directed to intended use/function of 
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the claimed apparatus. The structure of the device is not defined or structurally limited 
by the intended use/function. It should be noted that one is not required to use the 
claimed device in the same manner as intended by applicant. Said clauses are 
generally narrative and do not further structurally limit the apparatus. 

7. The reagent in the container in claims 8 and 47 is not recited as part of the 
claimed apparatus. 

8. Regarding claims 25, 26, 27, 29, 30, 31 , 64, 65, 66, 68, 69 and 70, [claims 25 
and 64] "for adapting the inflowing air with predetermined characteristics;" [claims 26 
and 65] "ensuring high and uniform humidity in the chamber when... " (the phrase when 
implies the conditional usage of the device); [claims 27 and 66] "controls humidity by 
spraying water droplets or having a water surface;" [claims 29 and 68] "controls the 
humidity to never be below a predetermined level, to prevent drying out of the sample;" 
[claims 30 and 69] "for adding disinfectants, UV protectants or other compounds may be 
added to the inlet air to prevent microbial growth or discolouring;" and [claims 31 and 
70] "addition of fluids from the group consisting of reagents, neutral gas, oxygen, carbon 
dioxide, nitrogen, water droplets, and formamide," which are directed to the manner in 
which a claimed apparatus is intended to be used does not distinguish the claimed 
apparatus from the prior art. 

9. It is noted that there are no specific structures disclosed for the ventilation, air 
manipulation, exhaustion and pressure control devices. The disclosure only discloses 
that the apparatus may be connected to devices that are capable of ventilating, 
controlling pressure, and manipulating air. It is also noted that the phrase "environment 



Application/Control Number: 10/539,308 Page 5 

Art Unit: 1773 

of interior space" in claims 1 and 40 is rather broad and is not only limited to the 
condition of the air inside of the apparatus. 

Claim Objections 

1 0. Regarding claims 1 7 and 56, it is unclear if the element "a fan" is same as or part 
of the exhaustion device in claims 16 and 55 or some other device (See specification; 
new figures; and applicant's remark filed 6/7/10). Thus the recitation should be more so 
"wherein the exhaustion device comprises a fan..." It also appears that the ducts are the 
air inlet/outlet. Appropriate correction is required. 

Drawings 

1 1 . The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the covers that are 
capable of defining multiple closed interior spaces (claims 7, 8, 46 and 47) must be 
shown or the feature(s) canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1 .121 (d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
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changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121 (d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 



Claim Rejections - 35 USC §112 

1 2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

1 3. Claims 1 -32 and 40-71 are rejected under 35 U.S.C. 1 1 2, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. 

The examiner cannot find any support for the limitations "wherein a first sample, 
in a first drawer, for which the processing is completed may be removed from the 
apparatus without interrupting the ongoing robotic processing of a second sample in a 
second drawer, and wherein a/the second sample, in a/the second drawer, may be 
inserted into the apparatus without interrupting the dispensing of reagents onto a/the 
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first sample, in a/the first drawer, with the robotic reagent dispensing head" 
(specification in the instant or provisional application). 

The limitation "removed from the apparatus" in the amended claim implies that 
the drawers are removed from the housing of the apparatus (i.e., placed outside of the 
interior space defined by the cover and the housing containing a robotic processing 
device). It is not clear if applicant means that the drawers are removed from the 
processing (staining) station within the apparatus/housing; or the drawers are displaced 
to the outside of the housing (in which the condition of the enclosed interior space is 
being monitored) by opening the cover. 

1 4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

15. Claims 1-32 and 40-71 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Regarding claims 1 and 40, the recitation "at least one slide" in line 6 renders 
said claims unclear, because it is not clear if it is the same "at least one slide" recited in 
line 4 of the of claims 1 and 40 or some other slides. It appears that "said /the" is 
missing before "at least one slide" in line 6. 

Furthermore, regarding claim 1 , it is unclear if "a second sample in a second 
drawer" recited in line 25 is same as "a second sample in a second drawer" recited in 
line 26 (The same applies to "a first sample in a first drawer" in lines 23 and 27: See 
claim 40). 
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Regarding claims 17 and 56, it is unclear whether the inlet opening is or part of 
the ducts recited in claims 16 and 55. The claims recite them as different structure. 
However according to the specification, they are more so directed toward the same 
elements or part of the same elements (i.e., part of the manifold that establishes 
communication between interior and exterior: 123, 123). 

Regarding claim 40, the term "staining section" does not inherently impart any 
specific structural requirement. It is unclear how such a section can be referenced a 
"staining" portion of the apparatus. The element of said claim does not structurally limit 
the section to a particular processing or staining section. The phrase "staining" implies 
the intended use of said sections. 

Furthermore, it is noted that the preamble of claim 40 recites an automatic 
staining device. However claim 40 includes no structures directed towards staining or 
automating staining structures. 

Claim 7 (or claim 46) recites a plurality of sections. It is unclear if said sections 
is/are the at least one processing sections, subject to processing by the robotic 
processing device recited in claims 1 and 7 (claims 40 and 46), or some other sections. 

Regarding claims 8-1 1 and 47-50, it is unclear what is meant by "a plurality of 
interior space" or "each interior space." The new drawing (Fig. 1 ) and the disclosure 
depict that the cover is merely partitioned into multiple parts. The interior space under 
the partitioned cover is one interior space containing a robotic processing device, in 
which the space comprises multiple sections. It appears that if one of the cover is open, 
then the entire space is open to the outside environment. Claims 1 and 7 (or claims 40 
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and 46) recite that the cover is a plurality of covers that cover the housing to define an 
interior space. There is no recited or claimed structural element(s) that requires the 
covered housing defining interior space to be partitioned into multiple closed interior 
spaces by the plurality of cover or the housing (which is implied by the phrase "each 
interior space"). The examiner cannot find such a structure depicted in the drawings. 

Regarding claims 22, 23, 61 and 62, it is noted that claims 19 and 58 recites that 
the exhaustion device removes/withdraws fumes from the interior space (housing). Thus 
it is somewhat unclear to recite that the exhaustion device draws air from outlet. 

Regarding claims 32 and 71 , it is not clear if "a carrier rack" is the same carrier 
rack recited in claims 1 and 40 or some other carrier. 

Claim Rejections - 35 USC § 103 

1 6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

17. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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1 8. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

1 9. Claims 1 -25, 27, 29-32, 40-64, 66 and 68-71 are rejected under 35 U.S.C. 1 03(a) 
as being unpatentable over Ljungmann (US 6017495) in view of Fish (US 5946221); 
and in further view of Tseung (US 20030099573). 

Regarding claims 1-25, 27, 29-32, 40-64, 66 and 68-71, Ljungmann discloses 
(abstract; and Figs. 1-5) a staining apparatus for staining of tissue specimens placed on 
microscope slides comprising a number of staining stations (4) comprising drawers (21) 
with carriers (5, 9); and other working stations (1 , 2, 3). The device includes a program- 
controlled staining process (abstract; and disclosure). The multiple cover (Fig. 2: 33 and 
35) defines an interior space(s) over the number of processing stations and the housing 
(The examiner also asserts that dividing the cover into multiple sections to hover over 
each processing station is obvious. Separating a device into multiple parts that were 
integral involves only routine skill in the art. As to the seal on the cover, Ljungmann 
teaches the environmentally and operator friendliness of the invention (C4/L18-35). 
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Providing a seal for the cover to prevent the leak of toxic reagent is obvious). The 
stations are heated by means of hot air supplied from a fan 15 in combination with a 
heating element (C2/L47-49; and Fig. 2). The apparatus is also provided with an 
exhaustion/ventilation (32) comprising a ventilating fan which is combined with a filter 
system for absorption of gases from solvents (C4/L36-45: The 32 with inlet/outlet both 
below and above the slide accommodation). The cover (33+35) is hinged at the upper 
rear edge of the apparatus and in addition is coupled to a pair of gas damping cylinders 
34 (C4/L36-45). Water is supplied to the vessels (9) via water filling pipes (10) 
communicating with a water intake (1 1 ). Further, in connection with the vessels 9, there 
is arranged a drain hose 1 1 for drainage of sprinkling water from the rinsing baths 
(C2/L38-45). This hose is connected to a water outlet (1 3). 

Ljungmann does not explicitly disclose an interior air/environment condition 
detecting sensors with a controller for controlling the disclosed ventilation system or 
heated air supply fan. (However, the controller for controlling the Ljungmann's 
ventilation or water additive system is obvious, and it will have to part of the staining 
procedure controller [36+37].) 

Fish discloses a climate control device controlled by the computer/processor 
receiving data from the sensors detecting the climatic parameter for controlling 
environment under fume hood(s). The system comprises a device for controlling air flow 
through the fume hood based on air flow face velocity (abstract). The controlling device 
has a device for measuring pressure at the face of the fume hood which produces a 
signal corresponding to the pressure (id.). 
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For example, Fish discloses an apparatus (abstract; and C3-C17) comprising: 

• a housing frame (Fig. 1 : 1 2 the lab; or the fume hood 1 4 in the lab with sliding 
cover in Fig. 18); 

• at least one sample processing section, said at least one sample processing 
section is provided within said housing (The interior of the lab, 12, where 
technicians perform bio/chemical processing); 

• at least one climate control device for controlling the environment within said 
interior space (controlled fume hoods); 

• internal sensor devices for providing feedback signals to the climate control 
device (C3/L21-32); 

• a data processing device for controlling the at least one climate control device 
and storing a processing protocol (e.g., C3/L32-45); 

• wherein the sensor device is a temperature, a pressure, an airspeed, or a fume 
sensor (C3/L21-32); 

• wherein the sensor device comprises internal sensors located inside the interior 
space (C3/L21-32); 

• wherein the sensor device comprises external sensors located at an air 
inlet/outlet (C3/L21-32; and Fig. 2; 28); 

• wherein the at least one climate control device includes a pressure control device 
for controlling at least the pressure (e.g., C3/L32-45); 

• wherein the at least one climate control device includes humidity control within 
the interior space (e.g., C6/L4-19); 
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• wherein the at least one climate control device includes a temperature control 
device for controlling the ambient temperature of the air within the interior space 
(e.g., C6/L4-19); 

• wherein the climate control device comprises a ventilation system (fan) with an 
exhaustion device having a plurality of ducts (the controlled fume hoods 
communicating with exterior: See Fig. 2; A fume hood will have to have a fan); 

• wherein the ventilation system comprise a fan in an opening (The fume hood or 
the air supply will have be provided with fans); 

• further comprising at least one air manipulation device (See entire disclosure); 

• wherein the climate control device comprises an exhaustion device capable of 
removing fumes from the interior space (the fume hood: also the fume hood 
exhaustion duct is placed above the hood and leaves the lab in ceiling); 

• wherein the climate control device comprises a device fore toxic control (the 
fume hood), temperature, humidity control (e.g., C6/L4-19); 

• wherein the device configured to recycle air comprises a filter capable of cleaning 
the air (All air supply (left portion of Fig 2) includes filters.); 

• wherein an inlet comprising at least one air inlet opening in the housing frame 
(Fig. 2: the inlet shown in the left portion), and wherein an air manipulation device 
are provided in said inlet (C6-C17: See heated air supplied from supply duct.); 

• wherein the air manipulation device comprises an air recycling device (See entire 
disclosure); 
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• wherein the air manipulation device comprises an air additive supply (water 
droplets) device (All labs are equipped with fire extinguishing devices and 
sprinklers.); and 

• wherein the apparatus comprises at least one sensor device, said sensors being 
arranged in the vicinity of the cover means and/or in the vicinity of the sample 
carriers on a carrier rack assembly (The sensors are relatively all in the vicinity of 
the cover/door and the processing section.). 

The general climate control (ventilation) is taught by Ljungmann. Ljungmann also 
teaches that operator should not be exposed to harmful fumes from the bath solutions in 
the vessels (C1/L45-48). 

It would have been obvious to one having ordinary skill in the art at the time of 
the invention to monitor the interior temperature or air condition (not visible to human 
eyes) using sensors and couple the sensor to a controller to automate the 
environmental control. 

Modified Ljungmann teaches a robotic processing mechanism (Ljungmann: 
transport mechanism C3/L3-C4/L17). In device of Ljungmann, the chemicals are 
provided in the dying bath and drained. However modified Ljungmann does not disclose 
that the reagents may be supplied by a robotic dispensing head. 

However, dispensing of staining reagents using a robotic pipetting head in an 
automated tissue staining system for staining tissue specimens carried by slides is well 
known in the art (Tseung: [0027]; [0031]; and [0032]. Also see US 6495106; and US 
5439649). 
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It would have been obvious to one having ordinary skill in the art at the time of 
the invention to modify the invention of modified Ljungmann to incorporate a robotic 
reagent dispensing assembly. 

20. Claims 26, 28, 65 and 67 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Ljungmann (US 6017495) in view of Fish (US 5946221); in further 
view of Tseung (US 20030099573); and in further view of Denison (US 1 829341 ). 

Regarding claims 26, 28, 65 and 67, modified Ljungmann discloses all of the 
limitations as set forth above. 

Modified Ljungmann teaches the humidity control. However modified Ljungmann 
does not teach the use of humid filter to maintain the high interior humidity. 

Denison discloses an air conditioning (heating) device comprising a humid/moist 
filter (e.g., page 1 , lines 21-25 and 65-75) for ensuring the proper interior humidity. 

It would have been obvious to one having ordinary skill in the art at the time of 
the invention to include the humidity control device taught by Denison to the device of 
modified Ljungmann, for the purpose of preventing low interior/ambient air humidity. 

Response to Arguments 

21 . Applicant's arguments filed 2/1 5/201 1 have been fully considered. 

22. The objections to the claims 1 1 , 25, 50 and 64 are withdrawn. The objections to 
claims 17 and 56 are maintained. The exhaustion device in view of the specification 
appears to be or appears to include the fan, i.e., the device capable of drawing air from 
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the interior or exchanging air (If air is drawn, air must enter from some place.)- It also 
appears that the ducts are the air inlet/outlet, which is part of the manifold. 

Otherwise, the claimed limitation "fan" lacks antecedent basis in the specification. 

23. The 1 1 2 rejections from the previous rejections are withdrawn. 

24. Applicant's arguments with respect to the prior art rejections have been 
considered but are moot in view of the new ground(s) of rejection. 



Information Disclosure Statement 

25. The references cited by applicants in the IDS and listed on the numerous 1 449's 
have been made of record. While the statements filed clearly do not comply with the 
guidelines set forth in MPEP 2004 regarding both the number of references cited and 
the elimination of clearly irrelevant art and marginally cumulative information, 
compliance with these guidelines is not mandatory. Furthermore, 37 CFR 1 .97 and 
1 .98 does not require that the information be material, rather they allow for submission 
of information regardless of its pertinence to the claimed invention. Also, there is no 
requirement to explain the materiality of the submitted references, however, the 
cloaking of a clearly relevant reference by inclusion in a long list of citations may not 
comply with Applicant's duty of disclosure, see Penn Yan Boats, inc. V. Sea Lark boats 
Inc., 359 F. Supp. 948, aff'd 479 F. 2d. 1338. 
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Conclusion 

26. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shogo Sasaki whose telephone number is (571)270- 
7071 . The examiner can normally be reached on Mon-Thur, 10:00am-6:30pm, EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571 -273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

SS 

4/20/1 1 

/Brian R Gordon/ 

Primary Examiner, Art Unit 1773 



